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DETAILED ACTION 

1 . This action is responsive to the following communications: RCE filed 06/1 3/2008 



2. Claims 1 -79 are pending in the case. Claims 1,18, 34, and 58 are the independent claims. 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on 06/13/2008 has been entered. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent either is shown to be commonly owned with this 
application, or claims an invention made as a result of activities undertaken within the scope of a 
joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 



4. Claims 1 , 34 and 58 are rejected on the ground of nonstatutory obviousness-type double patenting as 
being unpatentable over claims 1 , 35 and 49 of U.S. Patent No. 7269468 (hereinafter 468'). Although 
the conflicting claims are not identical, they are not patentably distinct from each other because as 
viewed from the mapping of each claim, the differences are descriptive matter. For example, see the 



claims and corresponding functions highlighted below that are the same. 
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Claim 1 of the present application: 

A method for configuring a state machine implemented in a function block associated with a 
process plant via a computing device having a display device and an input device, wherein the state 
machine defines a plurality of states and wherein the state machine transitions between states based 
on state machine configuration data and one or more state machine inputs, wherein the state 
machine inputs are associated with operation of the process plant the method comprising: 

• Providing a graphical user interface displayed by the display device the graphical user 
interface including a plurality of graphical elements defining input/state pairs ; 

• Receiving state transition data associated with one or more of the plurality of graphical elements 
via the input device, wherein for each of the one or more of the plurality of graphical elements for 
which state transition data is received, the state transition data identifies a next state to which the 
state machine transitions following conditions in the process plant corresponding to the 
input/state pairs defined by the graphical elements: 

• Storing the state transition data on a first computer readable medium associated with the 
function block. 



Claim 1 of the 468' application: 

A method for configuring, via a computing device having a display device and an input device, a 
function block associated with a process plant, the function block to implement a state machine, 

the method comprising: 

providing a first graphical user interface via the display device to configure values of at 
least some outputs of a plurality of outputs of the function block for each of at least some 
states of a plurality of states of the state machine, wherein the first graphical user interface 
includes a plurality of graphical elements, wherein at least some graphical elements of the plurality of 
the graphical elements are associated with respective pairings of ones of the at least some states 
with ones of the at least some outputs; 

wherein the at least some outputs are to be used, at least in part, to effect one or more physical 
functions within the process plant; receiving output configuration data via the graphical user interface; 
and 

Storing the output configuration data on a first computer readable medium associated 
with the function block. 



Claim 34 of the present application: 

34. (Currently Amended) A method of implementing a state machine in a function block for use 
in controlling, or simulating control of, one or more field devices in a process plant, the method 
comprising: 

providing a graphical user interface displayed by a, display device the graphical user interface 
including a plurality of graphical elements for configuring, state machine transitions between a 
plurality of state machine states, the graphical elements defining one or more state machine 
input/state pairs, wherein one or more state machine inputs are indicative of one or more conditions 
within the process plant; 
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receiving state transition data identifying a state machine next state associated with at least one of 
the graphical elements via an interface input associated with the graphical user interface; 

storing the state transition data on a first computer readable medium associated with the function 
block; receiving at least one state machine input; determining a state machine next state based, a 
least in part, on at least one of the at least one input, a current state, and the state transition data 
stored on the first computer readable medium; setting the current state of the state machine to the 
state machine next state; providing at least one function block output for use in controlling the one or 
more field devices to at least a second other function block, wherein the at least one function block 
output is based on the current state of the state machine. 



Claim 35 of the 468' application: 



A method of implementing a function block for use in controlling one or more field devices in a 
process plant, the method comprising: providing a graphical user interface via a display of a 
computing device to configure values of at least some outputs of a plurality of outputs of the 
function block for each of at least some states of a plurality of states of a state machine to be 
implemented by the function block; wherein the at least some outputs are to be used, at least 
in part, to effect one 

or more physical functions within the process plant; receiving output configuration data via the 
graphical user interface; storing the output configuration data on a first computer readable medium 
associated with the function block; receiving at least one input associated with the process plant; 
changing a current state of the state machine, if necessary, based, at least in part, on the at least one 
input; retrieving, based on at least the current state, output configuration data associated with the 
current state from the first computer readable medium; and setting the at least some outputs based, 
at least in part, on the retrieved output configuration data. 



Claim 58 of the present application: 

A function block entity for use in a process plant having a processor adapted to control, or 
to simulate control of, one or more field devices, the function block entity comprising: a 
user modifiable state machine configuration database including state transition data 
indicative of how a state machine implemented by the function block is to transition 
among a plurality of states, wherein the state transition data comprises data for potential 
pairings of state machine one or more corresponding function block inputs, the state transition 
data indicative of a next state to which the state machine is to transition when the state machine 
is in a state corresponding to a particular one of tile pairings and when the input corresponding to 
the particular one of the pairings is a particular value; a first computer readable medium; first 
code stored on the first computer readable medium to receive the input inputs to the function 
block, wherein inputs 

comprise data associated with the process plant; second code stored on the first computer 
readable medium to determine a next state of the state machine, wherein the determination is 
based on the at least one input, a current state of the state machine, and the state transition data, 
wherein the second code is fixed; third code stored on the first computer readable medium 
to set the current state of the state machine to the next state, wherein the third code is 
fixed; and fourth code stored on the first computer readable medium to provide at least 
one function block output for use in controlling the one or more field devices. 
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Claim 49 of the 468' application: 

A function block entity for use in a process plant having a processor adapted to control one or 
more field devices, the function block entity comprising: a user modifiable state machine 
configuration database including output configuration data indicative of values of at least 
some outputs of a plurality of outputs of the function block for each of at least some states of 
a plurality of states of a state machine to be implemented by the function block; wherein the at 
least some outputs are to be used, at least in part, to effect one or more physical functions within the 
process plant; a first computer readable medium; first code stored on the first computer readable 
medium to receive at least one 

input associated with the process plant; second code stored on the first computer readable medium to 
change a current state of the state machine, if necessary, based, at least in part, on the at least 
one input, wherein the second code is fixed; third code stored on the first computer readable 
medium to retrieve, based on at least the current state, output configuration data associated 
with the current state from the configuration database, and fourth code stored on the first 
computer readable medium to set the at least some outputs based, at least in part, on the 
retrieved output configuration data. 



In claims 1, 34 and 58, the claims recited methods to present a graphical interface to a user 
where elements on the interface display the state transition of the state machine or the field devices. 
The function block entity in claim 58 contains a database to store the transitions. In the 468' 
application the structure is similar in that claims 1 and 35 also recite a graphical interface for 
displaying state transitions and claim 49 shows a database for storing the transition states. Therefore, 
it would have been obvious to one of ordinary skill in the art at the time of the invention having the 
468' application and Heimlich et al. 5903886 in front of them, to modify the present application to 
show the states on the interface to reflect the next state to transition to in the interface and the state 
of the field device and to store the transitions in a database because Heimlich teaches software 
design decisions for control an automation plant can be shown in a graphical interface (See column 3, 
lines 43-67). 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 
U.S.C. 102(e), (f)or (g) prior art under 35 U.S.C. 103(a). 
6. Claims 1-79 are rejected under 35 U.S.C. 102(e) as anticipated by Brandl et al (hereinafter 
Brandl) U.S. Patent No. 6834370 filed July 8, 1999 or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Brandl in view of Heimlich et al. (hereinafter Heimlich) U.S. Patent No. 
5903886 field Apr. 29,1997. 
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In regard to Independent claim 1, Brandl teaches a method for configuring a state machine 
implemented in a function block associated with a process plant via a computing device having a 
display device and an input device, wherein the state machine defines a plurality of states and 
wherein the state machine transitions between states based on state machine configuration data and 
one or more state machine inputs, wherein the state machine inputs are associated with operation of 
the process plant (See column 1, lines 37-67) the method comprising: 

• Providing a graphical user interface displayed by the display device the graphical user interface 
including a plurality of graphical elements defining input/state pairs (See Figure 35, 72, 74, 84-86 
and (column 52, lines 23-35 and column 49, lines 19=25) 

• Receiving state transition data associated with one or more of the plurality of graphical elements 
via the input device, wherein for each of the one or more of the plurality of graphical elements for 
which state transition data is received, the state transition data identifies a next state to which the 
state machine transitions following conditions in the process plant corresponding to the 
input/state pairs defined by the graphical elements (see Figure 84-86 and 35). 

• Storing the state transition data on a first computer readable medium associated with the function 
block (See column 48, lines 1-25 and column 28, lines 1-10). 

In the alternative, if the recipe inputs, which can be more then one or pair, are not considered state 
machine input pair and if the batch control process of processing recipes cannot be considered a state 
machine then in the alternative, Heimlich teaches a process that can be composed of a series of tasks 
(See column 3, lines 55-67) where the process flows specifically contain a input pair into a state machine 
(See Figure 9 and 10a-c and 1 1a-c and column 9, lines 1-67). Brandl teaches a process control 
mechanism for a process plant and Heimlich teaches a process input and control for an integrated circuit 
design plant. 
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Accordingly, it would have been obvious to one of ordinary skill in the art at the time of the 
invention, having the teachings of Heimlich and Brandl in front of them, to modify the system of Brandl to 
specifically include the state machine of Heimlich for the purposes of showing an anticipated out from a 
particular set of recipes. The motivation to combine Heimlich with Brandl comes from the suggestion in 
Heimlich that the solution can be abstracted to any process composed of a series of tasks and specifically 
mentions machine automation as an area of implementation. Brandl is a specific example of machine 
automation and therefore presents the suggestion to combine (See column 3, lines 55-67 and column 26, 
lines 27-51). 

With respect to dependent claim 2, Brandl teaches a method wherein the plurality of graphical elements 
comprises a first plurality of cells associated with the function block, wherein each cell of the first plurality 
of cells corresponds to an input/state pair: and (See Figure 35 and 74). 

wherein receiving the state transition data comprises receiving data associated with one or more of the 
first plurality of cells via the input device, wherein the data is indicative of one or more next states to 
which the state machine is to transition when the state machine is in a state corresponding to one of the 
one or more of the first plurality of cells and when the input corresponding to the one of the one or more 
of the first plurality of cells is a particular value (See figure85-86). 

With respect to dependent claim 3, Brandl teaches a method further comprising displaying the first 
plurality of cells on the display device and displaying indications of the state transition data in the one or 
more of the first plurality of cells for which state transition data have been received. (See figure 47, 85- 
86). 

With respect to dependent claim 4, Brandl teaches a method wherein displaying the first plurality of cells 
on the display device comprises displaying a matrix comprising at least one row of cells and a plurality of 
columns of cells, wherein each row of cells is associated with a state machine input, and wherein each 
column of cells is associated with one of the plurality of states (See Figure 12-14 and 18 and column 33, 
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lines 1-35)). 

With respect to dependent claim 5, Brandl teaches a method wherein displaying the first plurality of cells 
on the display device comprises displaying a matrix comprising a plurality of rows of cells and at least one 
column of cells, wherein each row of cells is associated with one of the plurality of states, and wherein 
each column of cells is associated with a state machine input (See figure 12, 15-18 and 88). 

With respect to dependent claim 6, Brandl teaches a method wherein the particular value of the input is 
one of a logical one, a logical zero, a logical TRUE or a logical FALSE value (See column 52, lines 24-37 
and figure 84-85). 

With respect to dependent claim 7, Brandl teaches a method further comprising: receiving data, via the 
input device, indicative of a number of the state machine inputs: and identifying cells in the first plurality of 
cells based on the number of state machine inputs (See column 48, lines 24-40). 

With respect to dependent claim 8, Brandl teaches a method further comprising: receiving data, via the 
input device, indicative of a number of states in the plurality of states; wherein identifying the cells in the 
first plurality of cells comprises identifying cells based on the number of inputs and the number of states 
(See figure 35-36 and 72 and column 19, lines 20-45 and column 20, lines 37-65 and column 21, lines 
30-55). 

With respect to dependent claim 9, Brandl teaches a method further comprising: receiving data, via the 
input device, indicative of a number of states in the plurality of states; and 

identifying a number of cells in the first plurality of cells based on the number of states (See column 22, 
lines 30-55 and column 21, lines 30-67 and column 28, lines 9-65). 

With respect to dependent claim 10, Brandl teaches a method wherein the plurality of graphical 
elements further comprises a second plurality of cells associated with the function block, wherein each 
cell of the second plurality of cells corresponds to a respective one of a plurality of outputs of the function 
block and a respective one of the plurality of states of the state machine (See figure 74 and 85-86). 
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receiving output configuration data associated with one or more cells of the second plurality of cells via 
the input device, wherein respective output configuration data associated with each of the one or more 
cells of the second plurality of cells includes data indicative of an output value of the output 
corresponding to the cell when the state machine is in the state corresponding to the cell (See figure 
77and 82-83); and storing the output configuration data on a second computer readable medium 
associated with the function block (See column 28, lines 1-10). 

With respect to dependent claim 11, Brandl teaches a method wherein the first computer readable 
medium comprises the second computer readable medium (See column 28, lines 1-10). 

With respect to dependent claim 12, Brandl teaches a method further comprising: receiving data 
indicative of how to handle inputs that have a BAD status; and storing the data indicative of how to handle 
inputs that have the BAD status (See figure 50). 

With respect to dependent claim 13, Brandl teaches a method wherein the one or more state machine 
inputs comprise a plurality of state machine inputs, the method further comprising: 

Receiving data, via the graphical user interface, indicative of priorities associated with the plurality of state 
machine inputs; and storing the data indicative of how to handle inputs that have a BAD status (See 
column 28, lines 1-10 and figure 74 and figure 23). 

With respect to dependent claim 14, Brandl teaches a method A method according to claim 1, further 
comprising receiving data indicative of whether one or more, if any, one or more state machine inputs 
should be ignored by the state machine; and storing the data indicative of whether one or more, if any, 
one or more state machine inputs should be ignored by the state machine (See column 28, lines 1-10 and 
column 22, lines 1-67). 

With respect to dependent claim 15, Brandl teaches a method wherein the one or more state machine 
inputs is to be associated with at least one of a process control system, a simulation of a process control 
system, a safety system, and a simulation of a safety system (See column 18, lines 35-67). 
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With respect to dependent claim 16, Brandl teaches a method wherein the one or more state machine 
inputs is to be received from at least one other function block associated with the process plant (See 
column 18, lines 40-67). 



With respect to dependent claim 17, Brandl teaches a method wherein the one or more state machine 
inputs are to be received from an operator interface (See figure 74 and column 48, lines 24-45). 



With respect to claims 18-33, claims 18-33 reflect the computer readable medium comprising computer 
readable instructions for performing the method steps of claims 1-17, and thus are rejected along the 
same rationale. 

With respect to claims 34-57, claims 34-57 represent substantially similar subject matter as claims 1-17, 
and in further view of the following are rejected along the same rationale. Brandl teaches a master recipe 
process that takes as inputs generic recipes to control a process plant and devices (See column 18, lines 
37-67). Brandl teaches that a recipe provides the input in a sequence (See figure 14) and an interface 
that allows the user to interact, edit and change the sequence (See figure 74). Figure 14 clearly shows 
input pairs being input into a function block or cell and the information is stored on database (See column 
28, lines 1-10). Brandl shows the function block with the state value as complete and shows that the 
process can indicate to the next cell the transition data. For example a valve will not turn on until the 
water has been heated to a specific temperature. The priorities are determined in the recipe sequence as 
shown in figure 11). Brandl teaches determining if a particular input is a value (See figure 10, as 
determination are made at each step). Brandl teaches storing the values for each state in the database so 
that the sequence of recipes can occur. Brandl teaches the unit procedures can be specific such as 
checking a formula, procedure, equipment requirements or a valve setting which can be a disabled state 
and can comprise a single input or force an input (See column 21 , lines 1-67 and column 22, lines 1-67). 
Brandl specifically teaches a process control system (see column 18, lines 40-67) and teaches a process 
of controlling field devices. Brandl teaches the processes are related to cells and shown as a function 
block or recipe (See column 5, lines 20-67 and column 17, lines 10-45 and column 19, lines 20-35 and 
column 28, lines 1-67 and column 29, lines 15-67 and column 31, lines 10-27 and column 35, Nnes5-67 
and column 47, lines 45-67 and column 48, lines 1-67 and column 50, lines 15-67 and column 51, lines 
35-67 and column 52, lines 24-67 and column 53, lines 10-67). 

With respect to claims 58-79, claims 58-79 reflect the apparatus containing a computer readable medium 
comprising computer readable instructions for performing the method steps of claims 34-57, and thus are 
rejected along the same rationale. 



A reference to specific paragraphs, columns, pages, or figures in a cited prior art reference is not limited to 
preferred embodiments or any specific examples. It is well settled that a prior art reference, in its entirety, 
must be considered for all that it expressly teaches and fairly suggests to one having ordinary skill in the art. 
Stated differently, a prior art disclosure reading on a limitation of Applicant's claim cannot be ignored on the 
ground that other embodiments disclosed were instead cited. Therefore, the Examiner's citation to a specific 
portion of a single prior art reference is not intended to exclusively dictate, but rather, to demonstrate an 
exemplary disclosure commensurate with the specific limitations being addressed. In re Heck, 699 F.2d 1331, 
1332-33,216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006,1009, 158 USPQ 275, 277 (CCPA 

1968) ). In re: Upsher-Smith Labs. v. Pamlab, LLC, 412 F.3d 1319, 1323, 75 USPQ2d 1213, 1215 (Fed. Cir. 2005); In re Fritch, 
972 F.2d 1260, 1264, 23 USPQ2d 1780, 1782 (Fed. Cir. 1992); Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804, 807, 10 
USPQ2d 1843, 1846 (Fed. Cir. 1989); In re Fracalossi, 681 F.2d 792,794 n. 1,215 USPQ 569, 570 n.1 (CCPA 1982); In re 
Lamberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976); In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 

1969) . 



Application/Control Number: 10/656,005 
Art Unit: 2179 



Page 12 



Response to Arguments 

Applicant's arguments with respect to claims 1-79 have been considered but are moot in view of 
the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to STEVEN B. THERIAULT whose telephone number is (571)272-5867. The examiner can 
normally be reached on Mon.-Fri. 10 am - 7 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Weilun Lo can be reached on (571) 272-4847. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

/Steven B Theriault/ 
Patent Examiner 
Art Unit 2179 



